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DETAILED ACTION 

1. The Appeal Brief filed January 17, 2002 (paper no. 22) has been received. Upon careful 
consideration thereof, particularly applicant's arguments, a new grounds of rejection, specifically 
under 35 USC 112, 1st paragraph, is necessitated. 

Claim Rejections - 35 USC § 112 

2. Claims 1-11,21 and 22 are rejected under 35 USC. 1 12, first paragraph, as containing 
subject matter which was not described in the specification in such a way as to enable one skilled 
in the art to which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. 

The original disclosure does sufficiently disclose the connecting structure between the 

A 

upper and lower dies and the upper and lower housings, particularly structure which allows the 
dies to be rotated within the housings while still enabling the dies to be held in place sufficiently to 
perform punching operations. Further, it appears that, to operate, the upper die must be moved 
out of the lower housing to allow for passage of the workpiece between the dies. However, 
applicant appears to contend that a free sliding of the die does not necessarily result (see 
arguments on page 9 of the Brief). Thus, if no sliding movement is possible, it is not clear how 
the punching apparatus is operable with one of the dies in both housings (e.g., as shown in 
Figure 2). If sliding as well as rotational movement is possible, it is not clear how the dies are 
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supported/held in the die housings to rotate and slide therein. While one having ordinary skill in 
the art may have assumed in reading applicant's disclosure that the fit between the dies and 
housings would be provided by a pressure/friction fit, for example a light pressure fit which allows 
for such rotational and sliding movement but still maintains the dies in a desired 
location/orientation for operational purposes, applicant appears to argue against such a die- 
holding configuration. Thus, the Examiner respectfully submits that it is not at all clear as to how 
the dies are sufficiently held in the housings to enable the disclosed alignment adjustments while 
also enabling operation on the punching apparatus. 

Claim Rejections - 35 USC § 102/103 

3. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless ~ 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or 
on sale in this country, more than one year prior to the date of application for patent in the United States. 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 


• 


• 
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Art Unit: 3724 

5. Claims 1-3 and 6-8 are rejected under 35 U.S.C. 102(b) as anticipated by Kranik et al. or, 
in the alternative, under 35 U.S.C. 103(a) as obvious over Kranik et al. in view of Shimizu et al. 


Kranik et al. discloses a system with every structural limitation of the claimed invention 
including: a first die (e.g., the die which includes surface 28) including a first aperture; a second 
die (e.g., 48) including a second aperture; a first housing (e.g., 14) including a first die passage 
receiving at least a portion of the first die (as shown in Fig. 1, the first die passage receives the 
entire first die); and a second housing (e.g., 42) including a second die passage receiving at least a 
portion of at least one of the first die and the second die (as shown in Fig. 1, the second die 
passage receives the entire second die). Further, the second die passage is configured to permit at 
least one of the first die and the second die to rotate therein; that is, "configured to permit at least 
one of the first die and the second die to rotate therein" is interpreted as defining the second die 
passage as being round thus permitting rotation therein. Kranik et al. meets this limitation in that 
the second die passage thereof (which receives component 48) is also round. 

In the alternative, if it is argued that there is no disclosure that the second die passage is 
round, the Examiner takes Official notice that round dies fitted into round die passages are old 
and well known in the art as evidenced by Shimizu et al. and provide well known benefits 
including ease of manufacture and assembly. Therefore, it would have been obvious to one 


Claim 1 
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having ordinary skill in the art to make the second die passage as well as the second die of Kranik 
et al. round for the well known benefits including those described above. 

Claim 2 

Kranik et al. substantially meets the claim in that the second die passage is shown as being 
of such a width/diameter that either the first or second die can be received therein, and is long 
enough so that all of the second die and at least a portion of the first die can be received therein. 
But, Kranik et al lacks the second die passage receiving at least a portion of the first die. 
However, the first and second die passages are the same size and the first and second dies are the 
same size. Thus, the first die (e.g., in the extended position shown in Figure 1) can clearly be 
received in the second die passage if the second die is moved downwardly within the second die 
passage. That is, Kranik et al. discloses all of the claimed structure, but lacks the manipulation of 
the structure such that the second die passage receives a portion of the first die. However, such a 
manipulation of the disclosed components is considered an intended use of the system disclosed 
by Kranik et al. 

In the alternative, if it is argued that Kranik et al. does not explicitly teach that the dies are 
the same size and that the die passages are the same size, the Examiner takes Official notice that 
such a configuration is old and well known in the art and provides well known benefits including 
interchangeability of parts (i.e., any die can be pulled out of storage and used in either the first or 
second die passage). Therefore, it would have been obvious to one having ordinary skill in the art 
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Art Unit: 3724 

to make the die passages configured to receive either the first die or the second die by making the 
dies the same size and the die passages the same size for the well known benefits including that 
described above. 


Kranik et al. discloses the first die passage and the second die passage which are 
configured to permit at least the first die to rotate therein. That is, "configured to permit at least 
the first die to rotate therein" is interpreted as defining the first and second die passages as being 
round thus permitting rotation therein. Kranik et al. meets this limitation in that the first and 
second die passages thereof are also round. Further, the first and second dies are shown as being 
the same size, and the first and second die passages are shown as being the same size, thus the 
second die passage is configured to permit rotation of the first die therein. 

In the alternative, if it is argued that there is no disclosure that the first and second die 
passages are round, the Examiner takes Official notice that round dies fitted into round die 
passages are old and well known in the art as evidenced by Shimizu et al. and provide well known 
benefits including ease of manufacture and assembly. Therefore, it would have been obvious to 
one having ordinary skill in the art to make the first and second die passages along with the 
corresponding dies of Kranik et al. round for the well known benefits including those described 
above. Further in the alternative, if it is argued that Kranik et al. does not explicitly teach that the 
dies are the same size and that the die passages are the same size, the Examiner takes Official 


Claim 3 
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notice that such a configuration is old and well known in the art and provides well known benefits 
including interchangeability of parts (i.e., any die can be pulled out of storage and used in either 
the first or second die passage). Therefore, it would have been obvious to one having ordinary 
skill in the art to make the dies the same size and the die passages the same size for the well 
known benefits including that described above. 

Claim 6 

Kranik et al. discloses a punch and die assembly with every structural limitation of the 
claimed invention including: a first die (e.g., the die which includes surface 28) including a first 
aperture; a second die (e.g., 48) including a second aperture; a first housing (e.g., 14) including a 
first die passage receiving at least a portion of the first die (as shown in Fig. 1, the first die 
passage receives the entire first die); and a second housing (e.g., 42) including a second die 
passage being configured to receive at least a portion of the second die and at least a portion of 
the first die (as shown in Fig. 1, the second die passage receives the entire second die, and further 
the second die passage is shown as being the same size as the first die passage and thus is 
configured to receive the first die). Further, the second die passage is configured to permit at 
least one of the first die and the second die to rotate therein; that is, "configured to permit at least 
one of the first die and the second die to rotate therein" is interpreted as defining the second die 
passage as being round thus permitting rotation therein. Kranik et al. meets this limitation in that 
the second die passage thereof (which receives component 48) is also round. 
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Art Unit: 3724 

In the alternative, if it is argued that there is no disclosure that the second die passage is 
round, the Examiner takes Official notice that round dies fitted into round die passages are old 
and well known in the art as evidenced by Shimizu et al. and provide well known benefits 
including ease of manufacture and assembly. Therefore, it would have been obvious to one 
having ordinary skill in the art to make the second die passage as well as the second die of Kranik 
et al round for the well known benefits including those described above. 

Further in the alternative, if it is argued that Kranik et al. does not explicitly teach that the 
dies are the same size and that the die passages are the same size, the Examiner takes Official 
notice that such a configuration is old and well known in the art and provides well known benefits 
including interchangeability of parts (i.e., any die can be pulled out of storage and used in either 
the first or second die passage). Therefore, it would have been obvious to one having ordinary 
skill in the art to make the die passages configured to receive either the first die or the second die 
by making the dies the same size and the die passages the same size for the well known benefits 
including that described above. 


Kranik et al. meets the claim in that the second die passage is shown as being of such a 
width/diameter that either the first or second die can be received therein, and is long enough so 
that all of the second die and at least a portion of the first die can be received therein. In the 
alternative, if it is argued that Kranik et al. does not explicitly teach that the dies are the same size 


Claim 7 
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and that the die passages are the same size, the Examiner takes Official notice that such a 
configuration is old and well known in the art and provides well known benefits including 
interchangeability of parts (i.e., any die can be pulled out of storage and used in either the first or 
second die passage). Therefore, it would have been obvious to one having ordinary skill in the art 
to make the die passages configured to receive either the first die or the second die by making the 
dies the same size and the die passages the same size for the well known benefits including that 
described above. 


The first die passage and the second die passage of Kranik et al. are round and thus are 
configured to permit at least the first die to rotate therein. Again, the first die is the same size as 
the second die and thus the second die passage is configured to receive the first die (as well as 
permit rotation thereof). And again, in the alternative, if it is argued that Kranik et al. does not 
explicitly teach that the dies are the same size and that the die passages are the same size, the 
Examiner takes Official notice that such a configuration is old and well known in the art and 
provides well known benefits including interchangeability of parts (i.e., any die can be pulled out 
of storage and used in either the first or second die passage). Therefore, it would have been 
obvious to one having ordinary skill in the art to make the die passages configured to receive 
either the first die or the second die by making the dies the same size and the die passages the 
same size for the well known benefits including that described above. 


Claim 8 
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Claim Rejections - 35 USC § 103 


6. Claims 4, 5, 9-1 1, 21 and 22 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kranik et al. or in the alternative, over Kranik et al. in view of Shimizu et al. 

Regarding claims 4, 5, 9 and 10, Kranik et al. lacks alignment marks on the respective dies 
and lacks a specific disclosure of the alignment accuracy of the die apertures. However, the 
Examiner takes Official notice that it is old and well known in the art, particularly the 
manufacturing art, to custom manufacture cooperating components and to provide alignment 
marks on the components to facilitate the desired alignment of the components. Therefore, it 
would have been obvious to one having ordinary skill in the art to provide alignment marks on the 
dies of Kranik et al., and to provide an accurate alignment of the die apertures for the well known 
benefits including that described above. 

Regarding claim 11, Kranik et al. discloses a compression spring, but lacks the particular 
relationship between the spring, the punch and the housings. However, the Examiner takes 
Official notice that it is old and well known in the art to provide compression springs in any one of 
various known configurations to provide a biasing force to a punch. Therefore, it would have 
been obvious to one having ordinary skill in the art to provide the particular relationship between 
the spring, the punch and the housings as an alternative configuration for biasing the punch based 
on known considerations such as manufacturing considerations. 

Regarding claims 21 and 22 as understood, the Examiner takes Official notice that it is old 
and well known in the art to provide punch and dies each in respective housings which are 
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movable relative to each other for various known reasons including to repair and/or replace one of 
the punch or dies without removing the other. Therefore, it would have been obvious to one 
having ordinary skill in the art to make the upper and lower housings movable relative to one 
another for the well known benefits including that described above. 


7. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Clark Dexter whose telephone number is (703) 308-1404. The examiner's 
typical work schedule is Monday, Tuesday, Thursday and Friday, and he can be reached during 
normal business hours on these days. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mr. Allan Shoap, can be reached at (703)308-1082. 

Any inquiry of a general nature or relating to the status of this application should be 
directed to the Group receptionist whose telephone number is (703)308-1 148. The fax numbers 
for this group are: formal papers - (703)305-3579; informal/draft papers - (703)305-9835. 



Clark F. Dexter 
Primary Examiner 
Art Unit 3724 
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